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REMARKS 

Applicants hereby cancel claim 18 and add new claims 21-23. Accordingly, 
claims 1-17 and 19-23 are pending in the present application. 

Claims 1-3, 11, 13-15 and 20 stand rejected under 35 U.S.C. §102(e> as 
being anticipated by U.S. Publication 2002/0015066 to Siwinski et al. Claims 4 
and 16 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Publication 2002/0015066 to Siwinski et al. and further in view of U.S. Patent No. 
6,398,333 to Mulay et al. Claims 5, and 17 stand rejected under 35 U.S.C. 
§103(a) as being unpatentable over U.S. Publication 2002/0015066 to Siwinski et 
al. and further in view of U.S. Patent No. 5,905,925 to Kawabata et al. Claims 6, 
7, 10, 18 and 19 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Publication 2002/0015066 to Siwinski et al. and further in view of U.S. 
Publication No. 2002/0097422 to Matthews et al. Claim 9 stands rejected under 
35 U.S.C. § 103(a) as being unpatentable over U.S. Publication 2002/0015066 to 
Siwinski et al. and further in view of U.S. Patent No. 6,069,641 to Matsuno et al. 
Claim 12 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Publication 2002/0015066 to Siwinski et al., in view of U.S. Patent No. 6,398,333 
to Mulay et al., and further in view of U.S. Publication No. 2002/0097422 to 
Matthews et al. 

With respect to paragraph 1 on page 2 of the Action, Applicants hereby 
amend the specification as requested. 

With respect to the objection to the title. Applicants respectfully submit the 
title corresponds to the preambles of the pending claims and according is highly and 
clearly indicative of the invention to which the claims are directed. Applicants 
respectfully request reconsideration and approval of the title as filed. 

Referring to the 103 rejections, to establish a prima facie case of 
obviousness, three basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to 
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combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when combined) must teach 
or suggest all the claim limitations. See, e.g., MPEP §2143 (8th ed., rev. 2). 

Referring to the rejection of claim 1, the device recites a second sensor 
configured to monitor an ambient condition within an environment in which an 
image forming device is deployed and to output a second signal indicative of the 
ambient condition, and the imaging circuitry is configured to perform at least one 
function with respect to the formation of hard images responsive to the second 
signal. Applicants respectfully submit claim 1 is allowable. 

More specifically, claim 1 recites limitations of previously pending claim 4. In 
support of the rejection of claim 4, the Office relies upon teachings of Mulay. 
Applicants respectfully submit that even if the references are combined, the 
combination of reference teachings fails to disclose or suggest limitations of claim 
1. 

More specifically, Mulay at the Abstract discloses sensing temperature of the 
print head. Col. 2, lines 25+ provide that the printhead temperature is maintained 
in an optimal temperature range. The teachings in cols. 4-6 refer to printing with 
the temperature of the printhead maintained within desired ranges. The teachings 
relied upon by the Office regarding monitoring temperature of the printhead fail to 
disclose or suggest the claimed second sensor configured to monitor an ambient 
condition within an environment in which the image forming device is deployed, to 
output a second signal indicative of the ambient condition, or to perform at least 
one function with respect to the formation of hard images responsive to the second 
signal . As set forth in col. 3, lines 50+ Mulay, a plurality of printhead heaters are 
located adjacent to the printhead for heating the printhead to regulate the 
temperature of the printhead . Heating of the printhead to maintain the temperature 
of the printhead within a desired range and sensing of temperature of the printhead 
may not be fairly interpreted to disclose or suggest monitoring of the ambient 
condition within an environment in which the image forming device is deployed as 
positively defined in claim 1 . Further, the presence of the heaters proximate to the 
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sensor of Malay would preclude any sensing of an ambient condition of the 
environment . Accordingly, even if the teachings of the references are combined, 
the combination fails to disclose or suggest limitations of claim 1 and claim 1 is 
allowable for at least this reason. 

In addition, Applicants respectfully submit the motivation identified on page 5 
of the Action is insufficient in view of applicable Federal Circuit authority and the 
103 rejection of claim 1 is improper for this additional reason. The Office states 
that the motivation is to control optimal temperature print ranges and ink drop 
properties based on both temperature and media type. However, there is no 
evidence of record that the problems associated with imaging recited in the 
background of Mulay are of concern to the arrangement of Siwinski to motivate one 
to look to Mulay for meaningful teachings. 

The Federal Circuit discussed proper motivation In re Lee, 61 USPQ 2d 1430 
(Fed. Cir. 2002). The Court in In re Lee stated the factual inquiry whether to 
combine references must be thorough and searching . It must be based on objective 
evidence of record . The Court in In re Fritch, 23 USPQ 2d 1780, 1783 (Fed. Cir. 
1992) stated motivation is provided only by showing some objective teaching in the 
prior art or that knowledge generally available to one of ordinary skill in the art 
would lead that individual to combine the relevant teachings of the references. In 
the instant case, the record is entirely devoid of any evidence to support motivation 
to combine the teachings apart from the bald conclusory statements of the 
Examiner which are insufficient for proper motivation as set forth by the Federal 
Circuit. The problems identified by Mulay have not been demonstrated to be of 
concern to the printing system of Siwinski to motivate one to combine the 
reference teachings and accordingly the motivation is based upon conclusory 
statements of the Examiner. However, as set forth by the Federal Circuit, the 
Office cannot rely on conclusory statements when dealing with particular 
combinations of prior art and specific claims but must set forth objective rationale 
on which it relied. In addition, there is no evidence of record that any operations of 
Siwinski would be improved if the teachings of the prior art are combined. Indeed, 
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Siwinski is void of any reference or concern with temperature as illustrated by the 
failure of Siwinkst to refer once to temperature. Applicants also respectfully submit 
that the Siwinski system would have to be entirely reprogrammed and substantially 
redesigned to accommodate the teachings of Mulay with no evidence of benefit to 
the system of Siwinski. The combination is not appropriate since a substantia! 
reconstruction of Siwinski would be needed to accommodate the Mulay teachings 
regarding temperature since Siwinski is void of any reference or concern with 
temperature. See MPEP 2143.01 (8th ed., rev. 2) citing in re Ratti, 270 F.2d 810, 
123 USPQ 349 (CCPA 1959). There is no motivation to combine the reference 
teachings and claim 1 is allowable for at least this reason. 

Applicants respectfully submit there is no proper prima facie 1 03 rejection of 
claim 1 for at least the above-mentioned numerous and compelling reasons and 
claim 1 is allowable. 

The claims which depend from independent claim 1 are in condition for 
allowance for the reasons discussed above with respect to the independent claim as 
well as for their own respective features which are neither shown nor suggested by 
the cited art. 

For example, the Office, on pages 8-9 of the Action, takes Official Notice 
and asserts that well known prior art teaches notifying a user when a consumable 
has run out for the user to place an order. The undersigned hereby traverses and 
seasonably challenges any reliance upon Official Notice pursuant to MPEP 
§2144.03 (8 th ed., rev. 2), and requests the Examiner cite a reference or affidavit in 
support of his or her position in a non-finai Action if claim 1 is not allowed. MPEP 
2144.03A (8 th ed., rev. 2) provides that official notice unsupported by documentary 
evidence should only be taken by the examiner when the facts asserted to be well 
known or to be common knowledge in the art are capabie of instant and 
unquestionable demonstration as being weii known . It is not appropriate for the 
Office to take official notice of facts without a reference where the facts asserted 
to be well known are not capable of instant and unquestionable demonstration as 
being well-known. 
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The Examiner is reminded that the facts constituting the state of the art are 
normally subject to the possibility of rationale disagreement among reasonable men 
and are not amenable to the taking of judicial notice. See in re Eynde, 480F.2d 
1364, 1370, 178 USPQ 470, 474 (CCPA 1973). The Examiner is also reminded 
that claims are analyzed in the context of the combination of the various separately 
stated limitations, and not with respect to the limitations individually. Pursuant to 
MPEP §2144.03 (8 th ed., rev. 2), Applicant hereby demands evidence with respect 
to what the Examiner apparently relies upon as being "well-known." 

If claim 8 is not allowed. Applicants respectfully request issuance of a non- 
Final Action to clarify the rejections so Applicants may appropriately respond during 
the prosecution of the present application. 

Referring to claim 12, the second sensor configured to monitor at least one 
ambient condition within the environment of the image forming device is not 
disclosed nor suggested by the prior art and claim 1 2 is allowable for at least this 
reason. Further, there is no motivation to combine the reference teachings in 
support of the 103 rejection and claim 12 is allowable for this additional reason. 
Applicants respectfully request allowance of claim 1 2 in the next Action. 

Referring to claim 13, the method recites limitations of previously pending 
claim 18 of communicating a message identifying the media to a host device 
responsive to encoded data. At page 7 of the Action, the Office relies upon 
Matthews as allegedly disclosing such limitations. Applicants respectfully submit 
the rejection is improper for the following reasons. 

More specifically. Fig. 2, paragraph 22 of Matthews states that a user may 
add a remark warning other users about a particular brand of paper that is causing 
jams. To the contrary, claim 13 positively defines retrieving encoded data from the 
media and communicating a message identifying the media to the host device 
responsive to the encoded data . The inputting of information by a user fails to 
disclose or suggest the claimed communicating responsive to the retrieving the 
encoded data from the media. 

Serial No. 09/981,117 
Case No. 10003225-1 
Amendment A 

PAGE 14/16 * RCVD AT 10/13/2005 5:30:07 PM [Eastern Daylight Tlmej • SVR:USPTO^FXRF-e/27 • DNJS:2738300 " CSID: 5098383424 * DURATION (mm-SS):04-58 



10/13/2005 14:32 FAX 5098383424 



V 



WELLS ST JOHN PS 



BI015/016 



13 

In addition, the media identified by Matthews is media which may cause jams 
in the system as a warning for users not to use that type of media. The 
identification of media not to be used in the system fails to disclose or suggest the 
message identifying the media which is moving along the media path and having 
hard images formed thereon . 

Accordingly, as illustrated above, even if the prior art references are 
combined, the combination fails to disclose or suggest limitations of claim 13 and 
claim 13 is allowable for at least this reason. 

Further, there is no proper motivation to combine the reference teachings and 
claim 13 is allowable for this additional reason. Matthews discloses user entered 
messages which apply to one of a plurality of feeders 16-18 of a high capacity 
printing system. The background of Matthews provides solutions to a problem by 
permitting a user to make notes regarding operations of individual ones of the 
plurality of provider feeders. To the contrary, Siwinski merely provides paper 24 via 
a single tray 24 and there is no need in Siwniski to make notes since the Siwinski 
system is a more straightforward system having a single tray without the plurality 
of feeders of Matthews. 

Further, the mere fact that references can be combined or modified is not 
sufficient unless the prior art also suggests the desirability of the combination. 
MPEP §21 43.01 (8th ed., rev. 2) citing In re Mills, 916 F.2d 680, 16 USPQ2d 1430 
(Fed. Cir. 1990). The provision of the ability to make notes in the high capacity 
system of Matthews including a plurality of feeders is of no concern to the ink jet 
system of Siwinski having a single tray and the 103 rejection is proper without 
sufficient motivation. Applicants respectfully request withdrawal of the 103 
rejection of claim 1 3 for this additional reason. 

Applicants hereby add new claims 21-23 which are supported at least by the 
teachings of Figs. 2-5 and the associated specification teachings of the originally 
filed application. 

Applicants respectfully request allowance of all pending claims. 
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The Examiner is requested to phone the undersigned in the event that the 
next Office Action is one other than a Notice of Allowance. The undersigned is 
available for telephone consultation at any time. 

Respectfully submitted, 

Robert E. Haines, et al. 

Dated: (0 (o^ By l\j>^J2 J^T" 

James D. Shaurette 
Reg. No. 39,833 
Wells St. John P.S. 
Telephone: (509) 624-4276 
Facsimile: (509) 838-3424 
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